
REMARKS 

(Amendment B-Ser. No. 09/352,192) 

By the foregoing amendment, the applicant has made 
minor grammatical changes to claims 3 and entry of theses 
changes is requested. The applicant attempted to make these 
changes before but they were not entered due to an 
obviously mistaken use of the numbers of these claims from 
the parent application. Applicant has also made minor 
corrections of misnomer in the specification and has 
provided the serial numbers for the various applications 
incorporated by reference as requested by the examiner. 
Entry of all these amendments is respectfully requested. 

Reconsideration of the rejection of the claims 1-3 
under the judicially created doctrine of obviousness-type 
double patenting. As previously noted, because of the prior 
restriction requirement, there is absolutely no proper 
basis for such a rejection. The Patent and Trademark Office 
cannot first claim that these claims are distinct for 
purposes of imposing a restriction requirement and thus 
force the applicant to limit his claims and cancel the 
nonelected claims and then later claim that these same 
claims are not distinct when a divisional application is 
filed on them. The rejection must be withdrawn for this 
reason alone, in addition to the other reasons previously 
asserted. 

Although the applicant is surprised that the Examiner 
repeated an obviously unsupportable double patenting 
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rejection even after being informed of these facts and had 
an opportunity to examine the record in the Patent Office. 
For purpose of record on appeal, attached is the requested 
copy of the Office Action of March 4, 1997 in which claims 
36, 37 and 38 were made subject to a restriction 
requirement. Can the examiner still deny these facts? 

Claims 4-6 are the identical method counter-parts of 
the apparatus claims 1-3, and thus if claims 1-3 are barred 
from a double patenting rejection then claims 4-6, must 
also be barred. Withdrawal of the double patenting 
rejection for all claims and not only claims 1-3 is 
therefore requested. 

Withdrawal of the finality of the rejection is 
requested. The reason given for the finality was that the 
applicant's amendment necessitated the new grounds of 
rejection, when, in fact, in the same action it is stated 
that On page 1 of the Amendment: The changes to claims 
36-38 were not entered because claims 36-38 does not exists 
in this instant application." 

Although, claims 4-6 were added by amendment, as noted 
above, they are merely the identical method counter parts 
of claims 1-3. There is no new ground of rejection. The old 
grounds of rejection that were not overcome were double 
patenting and anticipation by Hill et al. (US 4,034,210); 
The so-called "new grounds" of rejection are double 
patenting over U.S. Patent No. 5,4 94,544 and anticipation 
under Section 102 by Hill et al. (US 4,034,210). Thus, in 
fact, the ''old" and the "new" are one and the same. There 
was no basis to make the last action a final action because 
there are ''new grounds" of rejection. 

Reconsideration of the repeated rejection of the 
claims under 35USC102(B) as being anticipated by Hill et 
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al. (U.S. patent 4,034,210) is respectfully requested for 
the same reasons set forth in the remarks to the last 
amendment. A rejection under Section 102 requires that each 
and every one of the elements of the claim appear in the 
references. As previously explained in detail, there are 
three elements of the claim that are lacking from the 
reference : 

"Thus, as illustrated above, the Hill et al. '210 
patent completely lacks three features of claim 1, 
each of which is critical to the invention: (1) Hill 
et al. '210 lacks any means whatsoever for producing 
cards (only making match-mismatch determinations) , as 
specified in the preamble); (2) Hill et al. lacks any 
means for determining whether a card has been 
''incorrectly prepared" (only making mismatch 
determinations), as specified in the second element of 
the claim; and (3) there are no means for preventing 
an "incorrectly prepared card" (i.e. the card that is 
being prepared by the card package production system) 
from being inserted into a carrier, as specified as 
the second element of this claim. Accordingly, there 
is no possibility that the Hill reference can 
anticipate any of the claims under 35UCS102 (a) . There 
is absolutely no support for the rejection of these 
claims on this basis, and withdrawal of the rejection 
on this basis is therefore respectfully requested. 
Withdrawal of the rejection is therefore respectfully 
requested. " 

The examiner has not denied that there are three 
elements that are entirely lacking from the reference, and 
thus the existence of these elements should be taken as 
admitted. Accordingly, in effect, it is admitted that there 
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is no basis for repeating the rejection that was obviously 
overcome by the applicant's remarks. If not, then even the 
briefest reading of the Hill et al, reference would 
demonstrate these distinguishing facts to anyone having 
interest in knowing the truth. It is not appropriate to 
simply ignore the applicant's remarks and the truth that 
they speak. Nothing is gained by merely repeating a 
rejection that has already been shown to be based on 
erroneous assertions of elements present in a reference or 
a denial of express limitations in the claims* The 
rejection should be withdrawn and the claims allowed, or 
the examiner should provide a basis for the rejection other 
than the erroneous assertion of which he has doubly been 
made aware. 

Since repetitive errors cannot ever lead to a 
resolution, the applicant is not optimistic and rather than 
file a continuing prosecution application to resolve these 
issues which they would do if progress could be seen, they 
feel they must appeal. Accordingly, a notice of appeal is 
being filed contemporaneously with this response. 

Nonetheless, reconsideration and allowance of all 
claims, claims 1-6, are therefore respectfully requested. 
In any event, entry of the above house-keeping amendments 
is requested. 

If the examiner is still having difficulty 
understanding anything stated here or previously, the 
undersigned would be pleased to respond to a call for an 
interview to provide further explanation 

Please note that enclosed change of address form being 
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filed herewith and the new telephone numbers noted below. 



Respectfully submitted. 



James W. Potthast, 
Reg. No. 26,792 

Law Offices of 
Potthast & Associates 
2712 North Ashland Avenue 
Chicago, Illinois 60614-1106 

Voice: 1-773-404-6650 
Fax: 1-773-404-6450 

Customer No. 28,439 



CERTIFICATE OF MA.ILING BY EXPRESS MAIL 

I certify that this Amendment B is being deposited on 
July 21, 2003, with the U.S. Postal Service ''Express Mail 
Post Office to Addressee" service under 37 C.F.R. 1.10 and 
is addressed to: Mail Stop: Petition, Commissioner for 
Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

Express Mail No. EU905419054US 

Sara M. Potthast 
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Serial Number: 08/647,158 
Art Unit: 2514 



DETAIUSDi ACTION 



Election/Restriction 
Restriction to one of the fc^lowing inventions is 

under 35 O.S.C. 121: 

I. Claims 36-38, and 42-44i, drawn to methods and 
for verifying the correjctness of produced cards 
moiinting the cards to ^rxns. classified in claa 
subclass 437. \ 

II. Claims 39-41. drawn to W method of mounting 
plurality of different types of mailing forms, 
classified in class 235j, subclass 375. 



rei uired 
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235, 



car( s to a 
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1. The inventions are distinct,; each from the other bee 
the following reasons: Inventicjns I and II are related 
combination and subcombination, jinventions in this relat 
are distinct if it can be shown tjhat (1) the combination 
claimed does not require the partjiculars of the subcombin 
claimed for patentability, and (^) that the subcombir^t 
utility by itself or in other combinations (MPEP § 806.05 
In the instant case, the combinatjion as claimed does not 
the particulars of the subcombine.tion as claimed because 
methods and devices of verifying the correctness and mouri 
cards to forms do not have to be |utilized in the grox^ II 
of mounting to different types oi forms. The subcombinat 
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separate utility such as a systetp which does not verify t le 
correctness of the prepared card^. 

Because these inventions ar4 distinct for the reasor 5 
above and have acquired a separate status in the art as 
their different classification, j-eetriction for examinati|)n 
purposes as indicated is proper. j 

A telephone call was made t(> James Potthast on 
26, 1997 to request an oral election to the above reatric 
requirement, but did not result in an election being made 

Applicant is advised chat tl^e response to this re 
to be complete must include an ejection of the invention 
examined even though the requiretjient be traversed (37 CFF 

Applicant is reminded that ^pon the cancellation of 

< 

to a non-elected invention, the inventorship muse be 
compliance with 37 CFR 1.48(b) ii one or more of the curir|ntly 
named inventors is no longer an inventor of at least one 
remaining in the application. Aijy amendment of inventors 
be accompanied by a diligently-f :^led petition under 37 

CFR 1.48(b) and by the fee requiijed under 37 CFR 1.17(h) . 

\ 

Concl JBicm 



Any inquiry concerning this 
communications from the examiner 



communication or earlier 
should be directed to Exlminer 



FilipeX whose telephone number i^ (703) 305-3505, 
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Serial Number: 08/647,158 
Art Unit: 2514 



Any inquiry of a general natjire or relating to the 



St itus of 



eceptioi ist 



this application should be directfed to the Group r^ 
whose telephone number is (703) 3j)8-0956. 

Papers related to this applitation may be submitted 
2500 via facsimile transmission, j The faxing of such pape^js 
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conform with the notice publishedj in the Official G^.tte 
OG 30 (November 15, 1989) . In orjier to expedite delivery 
Examiner, draft copies or informajl proposed amendments 
clearly marked as "DRAFT COPY" oiJ "HAND DELIVER TO EXAMIN^ 
FILIPEK" . The Art Unit fax numbep: la (703) 308-7723 
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Jeffrey R. Filipelc 
March 2, 1997 



